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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1 )^ Responsive to communication(s) filed on 15 December 2003 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-41 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) ^ Claim(s) 1-14 is/are allowed. 

6) S Claim(s) 15-41 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) E3 The specification is objected to by the Examiner. 

10)K The drawing(s) filed on 15 December 2003 is/are: a)[gl accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 19 

1 2)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

1. This Office action responds to the application filed 15 December 2003, which is a Continuation- 
In-Part of SN 10/681,558 and SN 10/658,487. 

2. Claims 1-41 are presented for examination. 

Specification 

3. The disclosure is objected to because: 

a. the Specification, pages 1 and 12, contains references to patent application Serial 
Numbers whose status needs to be updated as more current information becomes available; 

b. Specification, paragraph [0045], the first sentence is objected-to: 

'The retention policy management system described herein may be implemented as a method, 
apparatus or article of manufacture using standard programming and/or engineering techniques to 
produce software, firmware, hardware, or any combination thereof (emphasis added)." 

because the language suggests that an article of manufacture can be made solely of software, 
since software alone is one of "any combination thereof. This is incorrect because software per se is 
not permissible subject matter under 35 USC 101 , that is, software alone cannot be considered to be an 
article of manufacture since software alone is not tangible. A permissible article of manufacture under 
35 USC 101 is a combination of program code written to a suitable recording medium from which a 
computer processor can execute the stored program code and in so doing accomplish the program 
code's intended functionality. In this way the combination of stored program and recording medium 
being used during execution by a processor accomplish the program's intended utility. Software, absent 
tangible implementation, is not executable in the state of being disembodied from physical storage and 
so is outside the scope of permissible subject matter under 35 USC 101 ; 

b. Specification, paragraph [0045], lines 14-16, the following sentence is objected-to: 

"In such cases, the article of manufacture in which the code is implemented may comprise a 
transmission medium, such as a network transmission line, wireless transmission media, signals 
propagating through space, radio waves, infrared signals, etc." 

because while it is correct to say that a transmission medium can transmit or transport data 
(including program code), however, it is not correct to say that a transmission medium "implements" 
code by the activity of transporting the code. Unlike a conventional data recording media, such as an 
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optical or magnetic disk, which implements stored code as tangible (i.e., physical, structural) changes 
to the media, in the above language the transmission medium does not "implement" stored code while 
the code is being transmitted, there being no physical, structural change to the transmission media, 
e.g., signals propagating through space, radio waves, infrared signals, etc. 

Examiner's Note: For example, in the case of an optical medium storing code the "implementing" of the 
code means that certain regions of the optical disk material have been tangibly (physically, structurally) 
altered so that these regions reflect laser light differently when they have stored a "0" rather than a "1". 
And, in the optical disk, a particular region is tangibly changed by the implementation process, for 
example, a write consists of a laser "burn" of that region to make a tangible difference in the media. 
However, in the case of a wired (or wireless) network path over which so-called "implemented" code is 
being transmitted, there is no tangible (physical, structural) change to the transmission media, whether 
air, space, optical fibre, or copper wire. 

In the above language there is no equivalent process to the laser "burn" in relation to the 
transmission medium when a transmitted electromagnetic carrier wave transports program code across 
a transmission path of a network. The transmission of program code across such a transmission medium 
is an entirely different process than the storage of program code in a storage medium because the 
transmission media does not experience any tangible, structural change by the process of transmission 
(or the so-called "implementation"). 

See State Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02. MPEP 2106. 'The claimed invention 
as a whole must accomplish a practical application. That is, it must produce a "useful, concrete and 
tangible result." (emphasis added)". 

In the above language, 

1) the claimed invention (program code being transported across a wireless medium) 
does not accomplish any useful, concrete and tangible result because the code does not 
tangibly, structurally alter the medium, and additionally, 

2) the code has no functionality in the state of being transmitted because the 
embedded code cannot be executed as there does not exist any known processor able to 
execute the transmitted program code while in the process of being transmitted. Before the 
transmitted program code can be executed it must first be received and extracted from the 
transmission encoded carrier wave, and then stored on a suitable computer readable medium 
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from which it can be executed by a processor as a functional part of a computer machine which 
includes the processor and the stored code. Until these further steps are taken the transmitted 
program code has no program functionality, but instead, in the transmitted state the 
transmitted code can only represent, or is equivalent to, non-functional descriptive material. 
Therefore, the Specification erroneously asserts that program code being transmitted across a 
transmission medium somehow represents "implemented code", but his is not true because the 
Specification does not teach details of how such an "implementation" makes any tangible (physical, 
structural) alteration of the transmission media, or how the transmitted code can be executed by a 
processor while in the state of being transmitted. The state of the above language would require undue 
experimentation by one of ordinary skill in the art to read Applicant's disclosure and then to accomplish 
tangible implementation of the transmitted program code or to somehow accomplish execution of the 
program code being transmitted. Further, notwithstanding that the transmitted code clearly is 
contained in the transmission medium (because it is transported through the medium), nevertheless, 
"contained" and "implemented" do not mean the same thing. 

Applicants interpretation contradicts State Street, because first, when program code is being 
transmitted in any of the examples of transmission media listed above, no tangible (physical, 
structural) change have been made to the transmission media by the so-called "implementation" of the 
transmitted code, and second, program code being transmitted cannot be executed by any known 
processor to perform any of the code's intended functionality, because in that state the transmitted 
code remains nothing more than non-functional descriptive material; and 

c. in the Specification, paragraph [0045], lines 17-18, the following sentence is objected- 

to: 

'Thus, the "article of manufacture" may comprise the medium in which the code is embodied." 
because this sentence, taken together with the previous sentence, further suggests that 
program code can be "embodied" in an intangible medium such as signals propagating through space, or 
that program code can somehow be "embodied" in a tangible (wired) network path which merely 
carries encoded electromagnetic signals. This embodied language is erroneous because, the above 
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objected-to language fails to reflect a permissible or correct interpretation of what kinds of media can 
"embody" program code under 35 USC § 101 in view of State Street since in no case does such code 
tangibly (structurally, physically) alter the transmission medium (whether air, space, or wire), nor can 
such code be executed by any processor to accomplish the code's intended functionality (utility is 
lacking) while in the state of being transmitted. 
Correction is required. 

Claim Rejections - 35 USC S 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 15-41 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. The claims are directed towards: 

a. Claims 15-27, a system...(that) causes operations to be performed; or 

b. Clams 28-41 , an article of manufacture... (that) causes operations to be performed, 

are non-statutory because they encompass subject matter and/or embodiments of "code" which 
do not fall within a statutory category. 
The meaning of: 

"code" as disclosed in the Specification, paragraph [0045], and "article of manufacture" as 
disclosed in the Specification, paragraph [0045], is interpreted to cover non-statutory embodiments 
which improperly include code being transmitted over network transmission lines (interpreted as wired 
and wireless transmission), wireless transmission media, signals propagating through space, radio 
waves, infrared signals, etc. For reasons as already discussed in the objections to the Specification, 
paragraph 3(a)-(c), which are incorporated herein, the claimed invention does not properly cover only 
statutory subject matter (e.g., program code being embodied by being stored on tangible computer 
readable medium (statutory), but instead also covers code in the state of being transmitted over wired 
or wireless transmission media (non-statutory)), because in such a case there is no tangible 
embodiment of program code being stored in a computer readable medium, and further, because the 
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disclosed program code being transmitted across the transmission media cannot be executed by any 
known processor, and therefore, the transmitted program code lacks functional capability because, 
absent execution, it cannot cause any of the claimed operations to be performed, and so, in the state 
of being transmitted the program code represents nothing more than non-functional descriptive 
material. Further, under 35 USC 101 code propagating through space, radio waves, and infrared signals 
are not permissible "articles of manufacture" because they have no tangible embodiment. 

Claim Rejections - 35 USC S 1 12 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art 
to which it pertains, or with which it is most nearly connected, to make and use the same and shall set 
forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 15-41 are rejected under 35 U.S.C. 101 because the claimed invention lacks utility. 

In these claims, directed to a system, and an article of manufacture...(that) causes operations 
to be performed, the claimed system and article of manufacture incorporates code "implemented" in a 
computer readable medium, where according to the disclosure, the computer readable medium covers 
a transmission medium including: a network transmission line, wireless transmission media, signals 
propagating through space, radio waves, and infrared signals. See Specification, paragraph [0045]. 
However, these instances of transmission media lack utility in association with any inherent properties 
of the code that is being transported, because at no time during the transmission of code is any code 
capable of being executed to cause any operations to be performed, since no code is executed while 
transmitted, and any code in the state of being transmitted is merely the equivalent of transported 
data, that is, such code is merely equivalent to non-functional descriptive material, since data in such 
a state cannot be executed to achieve any functionality of the code. Broadly speaking, no code being 
transmitted across a transmission media is ever executed during transmission to achieve the 
functionality of the transmitted code. The utility of a transmission line is only to accomplish the 
successful transmission of the embedded code, no matter what the code's intended purpose is. 
Otherwise, there cannot be any other utility for the combination of the transmission media and the 
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code being transmitted, other than the accomplishment of the transported code, and this includes any 
kind of inferred specific utility the embedded code may have when the code is properly stored on a 
suitable computer readable medium under 35 USC 101 and then executed by a processor. In summary, 
the transmission media carrying embedded program code does not interact with any kind of known 
transmission processor having the ability to execute the transmitted code, therefore, there is no actual 
utility for the transmitted code while in the state of being transmitted other than the utility of the 
non-functional descriptive material being successfully transmitted. The transmitted code therefore 
cannot be used to accomplish the claimed "operations to be performed" while being transmitted. 

7. Claims 15-41 are rejected under 35 U.S.C. 112, first paragraph. Specifically, since the claimed 
invention lacks utility for the reasons set forth above, because code being transmitted over 
transmission line cannot be executed in the state of being transmitted to accomplish the claimed 
operations, one skilled in the art clearly would not know how to make and or use the claimed invention 
as claimed. 

Allowable Subject Matter 

8. Claims 1-12 appear allowable because the following features in the independent claim taken in 
combination with the remaining limitations of the independent claim are not found in and or are not 
obvious in view of the prior art of record, 

"determining whether the state associated with the record includes at least a retention period 
that has not expired" and "denying the request to remove the record in response to determining that 
the state associated with the record includes at least one state comprising: at least one hold state 
and /or one retention period that has not expired." 

9. Claims 13 and 14 appear allowable because the following features in the independent claim 
taken in combination with the remaining limitations of the independent claim are not found in and or 
are not obvious in view of the prior art of record, 

"determining whether the state associated with the record includes at least a retention period 
that has not expired" and "denying the request to remove the record in response to determining that 
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the state associated with the record includes at least one of the states comprising: the event state and 
one retention period that has not expired." 



10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Stephen Elmore whose telephone number is (571) 272-4436. The examiner can 
normally be reached on Mon-Fri from 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Matthew Kim can be reached on (571 ) 272-4182. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



February 22, 2006 
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